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DATE: December 10, 2003 

Please deliver the following page(s) to: 
Name: Office of Petitions 

Firm; United States Patent and Trademark Office 

fax: (703) 872-9306 

From; David W Evans* 

Gcnentech, lnc\ 

One DNA Way, So. SF CA. 94080 
(650) 225-1732 Phone 
(650) 952-9881 Fax 

NUMBER OF PAGES INCLUDING THIS COVER SHEET: 20 

CONFfDHNTTAT-ITV NOTF 

Hie documents accompanying this facsimile transmission contain information from GENENTECH, INC which is confidential or 
privileged. This miomiatiou is intended only for the individual or enaty named on this transmission sheet. If you are not the 
intended recipient be aware thai any disclosure, copying, distribution, or use of the contents of this faxea mformanon is sroctry 
prohibited. If you have received this facsimile m error, please notify us by telephone lfiimediately so that we can arrange for the 
return of the original documents to un and the retransmission of them to the intended recipient 

COMMENTS: 

Re: USSN 10/649,762 

Filed 26 August 2003 
ConforoatioriNo-: 7341 



If YOU DID NOT RECEIVE ALL OF THE PaGES, PLEaSE Call aJDa GUIaM AS SOON AS POSSIBLE 
AT (650) 225-1732. 



* a copy of a documem pursuant xo 37 C F.R § 1 0 9(b) is attached as proof of the authorization of the above io prosecute the 
iiuacjw* 1 application The original of tbi=»r document i* on file in the Office of enrollment and Duplin* 
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Patent Docket P13655R2C1 
AM THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Application of 
Burdick et al. 


it' CEMi RAL W| 
Group An Umt: 

Examiner: 


Serial No.: 10/649,762 


ConfinaaiiouNo. 7341 


Filed: 26 August 2003 


Customer No. 09157 


For. ANTAGONISTS FOR TREATMENT OF 
CDll/CDlS ADHESION RECEPTOR 
MEDIATED DISORDERS 


CERTIFICATE OF FACSIMILE TRANSMISSION 

December 10. 2003 Daic ot'Trammi^Km 

I hereby terrify that this cOrreSpoaCUm-t:. consisting of PcUliQn. is 
txMng ^L-sumic tnmirwilcti w> »hc CopumssjowT for P^wus, P.O 
Box 1450. Alckagdria* VA 223 13-U5Q. 

Ai4a Cfttiam 



RECEIVED 

CENTER 



2003 



PETITION UNDER 37 C.F,R. fil, 181(f) ANtVOK 51,182 



Aueniion: Office of Petitions 
Co«wuissioaer for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 



The undersigned hereby petitions the Director to accord a filing date of August 26, 2003 for the 
captioned application (the date originally deposited) and to accept Figures 1 through 5, (copies 
attached hereto) as part of the application as filed. The Director is hereby authorized to deduct 
the appropriate fee of $130 set forth in 37 C.F.R §1.1 7(h) associated with this petition (and 
charge any other fee that may be due or credit any overpayment) to Deposit Account No. 07- 
0630. 



Statement of Facia 



1. The captioned application was filed on August 26, 2003, as a continuation under 37 
CF.R, §1.53(b) of prior application serial no. 09/646,330 filed September J4 7 2000. 
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Page 2 

2. The transmittal document of the captioned application states thai the specification and 
drawings are identical to the specification and drawings of parent application 09/646,330 as filed 
on September 14, 2000. However, the application papers deposited with the Office in feet 
omitted copies of Figures 1-5 from the parent application. 

3. The transmittal document of the captioned application states that the present application 
incorporates fay reference the entire disclosure of the parent application 09/646,330. 

4. The captioned application in the first paragraph (page I, lines 4-8) incorporates by 
reference the entire disclosure of the parent application 09/646,330, 

5. Apaii from ihe omission of Figures 1-5, the captioned application is in fact a true copy of 
the parent application as filed. In particular, the specific descriptions of Figures 1-5 remain at 
pages 22-23 of the captioned application. 

6. The Declaration under 37 C,F,R, § 1 ,63 filed wilh the captioned application is a true copy 
of the original declaration executed by the inventors for the parent application 09/646,330. 

7. The omission of original Figures 1-5 in the captioned application was noted by the OIPE 
in its "Notice Of Incomplete Nonprovisional Application" mailed November 17, 2003 which set a 
two month deadline to respond. 

Discussion 

Figures 1-5 were omitted from the captioned application papers deposited August 26 7 2003 solely 
through clerical error. The following facts indicate that Applicants had no intention of filing an 
amended or redacted specification. First, Applicants' representative stated in good faith (albeit 
erroneously), that the captioned application was a complete copy of the parent application. 
Second, the transmittal and specification of the captioned application both state that the entire 
disclosure of parent application 09/646,330 (which includes Figures 1-5) is incorporated by 
reference. Third, the §i r 63 Declaration executed by the inventors and relied upon in the 
captioned application refers to the complete parent application filed as serial no. 09/646,330 
including Figures 1-5). 



PAGE 6/20 * RCVD AT 12/1 0/2003 6:35:21 PM [Eastern Standard Time] * SVR:USPT0-EFXRF-1/3 * DNIS:8729308 * CSID:+6509529882 * DURATION (mrn-ss):0442 



Dec-10-03 04:37pm FronrGenenUch Legal 



+6509529332 



T-859 P- 07/20 F-403 



U_S Serial Mo.: 10/649,762 
Paiem Docket P1365R2CI 
Page 3 

Applicants believe thai omitted Figures 1-5 should be considered as having been filed with the 
captioned application as deposited on August 26, 2003. Both the transmittal document and the 
specification (page 1, lines 4-S) specifically incorporate by reference the parent application in its 
entirety (including Figures 1-5). Copies of the transmittal and page I of the specification are 
enclosed herewith. Furthermore, Applicants do not believe the omitted Figures 1 -5 are essential 
to describing the invention in the manner required by 35 U.S.C, § 1 12, Accordingly, should the 
Director not accept Figures 1-5 as having been originally filed, the captioned application is 
nevertheless entitled to a filing daie of August 26, 2003, the date originally deposited. 

Request for Relief 

For the reasons set forth above, Applicants respectfully petition the Director to accord a filing 
date of August 26, 2003 for the captioned application, the date originally deposited The Director 
is hereby authorized to deduct the appropriate fee of $130 associated with this petition (and 
charge any other fee that may be due or credit any overpayment) to Deposit Account No, 07- 



Enclosures: 

-copies of as-filed pages of Figures 1-5 from the parent application 

-copy of application transmittal 

-copy of page 1 of captioned application 

* a copy of a (|oizuuM3ii pursuant to 37 C .F.R, «j 10 9(b) is aaached as proof of th<r suuhonzauon of tbc above w proswuv^hc atweftea 
apphcaiion The original or tfiU tlocwmw U os &c w ifcc Office of 
enrollment and Discipline. 



0630. 



Respectfully submitted, 
GENENTECH, INC. 




Date: December 10. 2003 



Dsyid wfevam 7 
Telephone No. (650) 225-1739 
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I United States Patent and Trademark Office 



UNIT£0*TaT£s DEPARTMENT OF r.-OMM^UCfc: 
Umt*4 Ph**^** T*-«*4»=**m*-J» Qfhra 
, COMMFSSlONfcK FOR PATENTS 
rts »n*> _ 

WWW ufcptu^uv 



APPLICATION NUMBCR 



FIRS f NAM£D API^lCANT 



ATTORNEY POCKET NUMBER 



10/649,762 



08/26/2003 



Daniel J. Burdick 



P1365R2C1 



09157 

GENENTECH, INC. 
1 DNA WAY 

SOUTH SAN FRANCISCO, CA 94080 



CONFIRMATION NO. 7341 
FORMALITIES LETTER 



-OC0000000n2S3l99" 



Date Mailed 1 1/17/2003 

NOTICE OF INCOMPLETE NONPROVISIONAL APPLICATION 
FILED UNDER 37 CFR 1.53(b) 

A filing date nas NOT oeen accorded to the above-identified application papers for the reason(s) indicated below 



All of the items noted below and a newly executed oath or declaration covering the items must be submitted 
within TWO MONTHS of the date of mis Notice, unless otherwise indicated, or proceedings on the application will 
be terminated (37 CFR 1 53(e)) Replies should be mailed to. Mail Stop Missing Parts, Commissioner for Patents, 
P.O. Box 1450, Alexandria VA 22313-1450 

The filing date will be the date of receipt of all items required below, unless otherwise indicated Any assertions 
that the item(s) required below were submitted, or are not necessary for a filing date, must be by way of petition 
directed to the attention of tne Office of pennons accompanied by the $1 30 00 petition fee (37 CFR 1. 1 7(h)). if ihe 
petition states that the application is entitled to a fifing date, a request for a refund of the pennon fee may be 
included in the petition. Petitions should be mailed to: Mail Stop Petitions, Commissioner for Patents, P.O. Box 
1450. Alexandria VA 22313-1450. 



• The application was deposited without drawings 35 U S C 113 (first sentence) requires a drawing "where 
necessarv for me understanding of the subject matter sought to be patented." Applicant snouia reconsider 
whether the drawings ars necessary under 35 U.S.C 113 (first sentence) 

Replies $hOuld be mailed to: Man Stop Missing Parts 

Commissioner for Patents 
P.O. Box 1450 
Alexandria VA 22313-1450 



A copy of this notice MUST be returned with the repfy. 



m> 

Customer Service Center 

Initial Patent Examination Division (703) 308-1202 
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PART2 - COPY TO BE RETURNED WITH RESPONSE 
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Attorney Docket P1365R2C1 
PATENT 



EV 351 923 152 US : Express Mail Number Au<mst26. 2003: Data af Deposit 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Mail Stop PATENT APPLICATION 
Commissioner for Patents 
P.O. Box 1450 
Alexandra, VA 22313-1450 

NON~PROVISIOMAL APPLICATION TRANSMITTAL UNDER 37 CFR 1.63( bj 

Transmitted herewith few filing is a non-provisional patent application: 

lnventor{s) (or Application "Identifier"); 

Daniel J, Burdicfc, 
Thomas R. Gadek* 
James C. Marsters, 
Robert S. McDowell, 
David Oare, 
Mark Reynolds, 
Mark S. Stanley, and 
Kenneth J. Wees© 

Title: ANTAGONISTS FOR TREATMENT OF CD1 1/CD1 8 ADHESION RECEPTOR MEDIATED 

DISORDERS 

1 . Type of Application 

[ J This application is for an original, non-provisional application. 

I ] This is a non-provisional application claiming priority to provisional application no. _ , filed 
, the entire disclosure of which is hereby incorporated by reference. 

[ x J This is a continuation application claiming priority under 35 US.C. § 1 20 to application Serial 
Number 09/646,330, filed September 1 4, 2000 and to International Patent Application Serial 
Number PCT/US99/0641 0, filed March 24, 1999, and under 35 U.S.C. § 1 1 9(e) to provisional 
application Serial Number 60/079,732, filed March 27. 1998, the entire disclosures of which 
are hereby incorporated by reference. 



2. Papers Enclosed Which Are Required For Filing Pate Under 37 CFR 1.93(b) 
(Non-provisional > 

172 pages of specification 
50 pages of claims 
1 page(s) of abstract 
Q sheet(s) of drawings 
Q formal Q informal 



PAGE 10120 * RCVD AT 1211012003 6:35:21 PM [Eastern Standard Time] * SVR:USPT0-EFXRF-1/3 * DNIS:8729306 * CSID:+B509529882 * DURATION (mm-ss):0442 



Dec-10-03 04:38pm From-Gen en tech Legal +8509529882 T-859 P. 11/20 F-403 



P J365R2C1 P °9 e 2 oM 



3. Declaration or Oath 

(for new and ClP applications; also for ContJDiv- where* inventor(s) are being added) 
An executed declaration of the inventory ) Q is enclosed Q will follow, 

(for ContJDiv. where inventorship is the $$rm or inventory) being deleted) 
x A copy of the executed declaration/oath filed in the prior application is enclosed 
(37 CFR1, 63(d)). 

(for ConUDiv. where inventor(s) being deleted) 
_ A signed statement is attached deleting inventory) named in the prior 
application (see 37 CFR 1 .63(d)(2) and 1 .33(b)). 



4. Assignment 

(for new and ClP applications) 

An Assignment of the invention to GENENTECH, INC, U is enclosed with 

attached Recordation Form Cover Sheet Q will follow. 



(for conUdiv.) 

x_ The prior application is assigned of record to Genentech, Inc. 



5. Amendments (for continuation and divisional applications) 

Cancel in this application original claims _ of the prior application before calculating the filing 

fee. (At least one original independent claim must be retained for filing purposes.) 

a preliminary amendment is enclosed. (Claims added by this amendment nave been 

properly numbered consecutively beginning with the number next following the highest 
numbered original claim in the prior application,) 
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Fee Calculation (37 CFR 1-16) 

The fee has been calculated as follows: 



Number Red 



Total 
Claims 



Independent 
Claims 



CLAIMS FOR FEE CALCULATION 



Number Extra 



20' 



- 3 = 



_ Multiple dependent cfaim(s), if any 



Rate 



X $1800 



X $84,00 



■t- $280.00 



Filing Fee Calculation 



Basic Fee 
37 CFR 1, 16(a) 



$750,00 



$0.00 



$0.00 



$0.00 



$750.00 



7. Method of Payment of Fees 

The Commissioner is hereby authorized to charge Deposit Account No. 07-0630 in me amount of 
$750.00. A duplicate codv of this transmittal is enclosed.. 

8. Authorization to Charge Additional Fees 

The Commissioner is hereby authorized to charge any additional fees required under 37 CFR §1 .16 
and 1.17, or credit overpayment to Deposit Account No. 07-0630. A, duplicate copy of this 
transmittal is enclosed. 

9. Additional Papers Enclosed 

0 information Disclosure Statement (37 CFR §1 .98) w/ PTCM449 and citations 

Q Submission of "Sequence Listing", computer readable copy, certificate re: sequence listing, 

and/or am endment pertaining thereto for biological invention containing nucleotide and/or amino 

acid sequence. 
0 A new Power of Attorney or authorization of agenL 
[x] Other; Limited Recognition Under 37 CFR § 10.9(b)* 



10. Maintenance of Copendency of Prior Application (for continuation and divisional 
applications) 

(This item must he completed and the necessary papers Med in the prior application if the period set 
in the prior application has run] 

x A petition, fee and/or response has been filed to extend the term in 

the pending prior application until August 26, 2003 
x_ A copy of the petition for extension of time in the prior application 

is attached. 
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11. Correspondence Address: 

X Address all future communications to: 

Attn: David W Evans 
Customer No: 09157 



Respectfully submitted, 
GENENTECH, INC. 



Date: August 26 r 2003 



CUSTOMER NO: 09157 

1 DNAWay 

South San Francisco, CA 94080-4990 
Facsimile No.: (650)95209881 




NO. (650) 1739 



*A trupy of a document pursuant to 37 CFR $10 W>) U a«4cfec4 as pruof of ih<: amiioiizaTiOft of fee above to prosccuw the aliened applicuiioii 
Tbc original ottbto document is on file m the Office of EmoIImcm and Discipline. 
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ANTAGONISTS FOR TREATMENT OF CD11/CD18 ADHESION RECEPTOR MEDIATED 

DISORDERS 
Related Applications 

This is a continuation application claiming priority under 35 U.S.C. § 120 to application 
5 Serial Number 09/646,330, filed September 14, 2000 and to International Patent Application Serial 
Number PCT/US99/ 06410, filed March 24, 1999, and under 35 US.C. § 119(e) to provisional 
application Serial Number 60/079,732, filed March 27, the entire disclosures of which are 
hereby incorporated by reference. 

Field of the Invention 

10 This invention relate? to methods and therapeutic compositions for treating mammals, 

preferably humans, who suffer from or are susceptible to (CD11/CD18) adhesion receptor mediated 
disorders, especially leukocyte LPA-1 mediated disorders- In particular, it relates to methods for 
ameliorating or modulating immune responses such as those caused by inflammation, autoimmune 
responses and host-graft rejection, as exemplified by psoriasis, rheumatoid arthritis, asthma. 

1 5 multiple sclerosis, rejection following transplanted grafts and the like. 

Background of the Invention 

Inflammation 

Human peripheral blood is composed principally of red blood cells, platelets and white 
blood cells or leukocytes. The family of leukocytes are further classified as neutrophils, 

20 lymphocytes (mostly B- and T-ceil subtypes), monocytes, eosinophils and basophils. Neutrophils, 
eosinophils and basophils are sometimes referred to as "granulocytes" or "polymorphonuclear 
(FMN) granulocytes" because of the appearance of granules in their cytoplasm and. their multiple 
nuclei. Granulocytes and monocytes are often classified as "phagocytes" because of their ability to 
phagocytose or ingest microorganisms and foreign mater referred to generally a$ "antigens". 

25 Monocytes are so called because of their large single nucleus and these cells may in turn become 
macrophages. Phagocytes are important in defending the host against a variety of infections and 
together with lymphocytes are also involved in inflammatiory disorders. The neutrophil is the most 
common leukocyte found in human peripheral blood followed closely by the lymphocyte. In a 
microliter of normal human peripheral blood, there are about 6,000 leukocytes, of which about 4,000 

30 are neutrophils, 1500 are lymphocytes, 250 are monocytes, 150 are eosinophils and 25 are basophils 
During an inflammatory response peripheral blood leukocytes are recruited to the site of 
inflammation or injury by a series of specific cellular interactions (see Fig. 1). The initiation and 
maintenance of immune functions are regulated by intercellular adhesive interactions as well as 
signal transduction resulting from interactions between leukocytes and other cells. Leukocyte 

35 adhesion to vascular endothelium and migration from the circulation to sites of inflammation is a 
critical step in the inflammatory response (Fig. 1). T-celi lymphocyte immune recognition requires 
the interaction of the T-cell receptor with antigen (in combination with the major histocompatibility 
complex) as well as adhesion receptors, which promote attachment of T-ceUs to anugen-presentmg 

1 
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Human ICAM-1:LFA-1 Receptor Binding Assay 

rcolqrlmetrlc Detection 




FIG. 2 
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Human T-cell Adhesion Assay 



Colortmetrlc Detection 

cdii a/cms 




5 domain ICAM-Hg 



I 



pAb anti-HulgG(Fc) 



J 



FIG. 3 
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BEFORE THE OFFICE OF ENROLLMENT AND DISCIPLINE 
UNITED STATES PATENT AND TRADEMARK OFFICE 



LIMITED RECOGNITION UNDER 37 CFR § lQ-9(b) 

David Evans is hereby given United recognition xmfax 37 CFR § 10.9(b) as m employee of 
Geaentecb, Inc. to prepare and prosecute patent applications in which Genentcch, Inc. is the assignee 
of record of the entire interest This limited recognition shall expire on th& date appearing below, or 
when whichever of the following events first occurs prior to the date appearing below: (i) David 
Evans ceases to lawfully reside in ilia United States, (if) DavidBvaus's employment with Genemech, 
Joe. ceases or is traowated, or (Hi) David Evans ceases to remain or reside in the United States on 
an RIB visa. 

This document constitutes proof of such recognition. The original of this document is on file in the 
Office of Enrollment and Discipline of the United States Patent and Trademark Office 





Hatty iMoatz 
Director of Enrollment and Discipline 
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